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Docket: 14714 
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Confirmation No.: 9624 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



DECLARATION UNDER 37 C>F.R. S 1>131 

Sir: 

I, Takasi Oonuki, hereby declare that: 

1 . I am the AppHcant in U.S. Patent Application Serial No. 
09/883,419 filed on June 18, 2001. 

2. This Declaration is being filed prior to final rejection. 

3. I made the invention that is disclosed and claimed in the present 
Application, prior to June 13, 2000 in Japan. June 13, 2000 is the filing date of United States 
Patent 6,754,665 to Motomasa Futugami et al. (Futugami), the reference cited against the present 
Application in the Office Action mailed November 8, 2004. 

4. As evidence of the completion of said invention prior to the 
effective filing date of Futugami, annexed hereto is Exhibit A. Exhibit A consists of true 
photocopies of the document "A Document of Notification, Assignment and Opinion of the 
Employee's Invention", attached to which is an invention disclosure entitled "Private 
Information Providing Method", including eleven figures, with an English-language translation 
thereof. Dates and names have been redacted in the preparation of the photocopies contained in 
the attached exhibits. 
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5. Exhibit A evidences a reduction to practice of the claimed 

invention in laboratories at NEC Corporation in Tokyo (city) Japan prior to the Jnne 

13, 2000 effective filing date of the Futugami reference. The activity contributing to this 
reduction to practice was conducted by myself or by other scientists and/or technicians working 
under my direct supervision and control prior to the effective filing date of the Futugami 
reference. 

6. Exhibit A is believed fiiUy to support the subject matter claimed by 
the claims rejected over Futugami. 

7. Attached herewith are the following documents, which I submitted 
to NEC, which evidence reduction to practice: 

(a) "A Document of Notification, Assignment and Opinion of the 
Employee*s Invention" attached to which is an invention disclosure entitled "Private Information 
Providing Method" including 1 1 figures; 

(b) Verified English-language translation of the above-referenced 

documents. 

8. I am a citizen of Japan, and I am at least 21 years of age. 

9. AH statements made herein of my knowledge are tme, and all 
statements made on information and belief are believed to be true. 

1 0. These statements were made with the knowledge that willful false 

statements and the like so made are punishable by fine or imprisonment or both under Section 
1001 of Title 18 of the United States Code, and that such willfiil false statements may jeopardize 
the validity of the patent Application or any patent issued thereon. 



Dated: March 28 , 2005 



Takasi Oonuki 
Sole Inventor 



Address of Declarant: c/o NEC Corporation 

7-1, Shiba 5-chome 
Minato-ku 
Tokyo, Japan 
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A document of notification, assignment and opinion of the employee's 

invention 

(An application in the name of NEC alone) 
I Columns filled by the inventor! 



Temporal 
number 


11816320 


Title of the invention 

Private information providing method 




Eeference 
Number 


686-00325 







Inventor 








Confir 
-matio 
n 


Employ- 
ee's 

number 


Name 
Roman 

characters (used 
for foreign 
applications) 


Telephone 

number 

District 

number 

Outside 

line direct 

dialing 


E-mail 
address 
Outside 
line 

facsimile 
number 


Name of 
company 
Name of 
division 


1 


Made 


0000 
0899932 


OONUKI 
TAKASI 


23-33560 

042(333)12 

89 


d-ohnuki 

@pc2.fc. 

nec.cojp 

042(333) 

1422 


NEC 

corporation 

Second 

personal 

computer 

department 

, appliance 

division 



Form of 
notification 


• Notification by a report (embodiment, drawings and 
the like) 

O Notification by a specification 
O Concurrent 


Foreign 
applications 


# Desired 
0 Not desired 


Desired country* US 


Domestic priority 


O Spontaneous 
0 Required by 
the intellectual 
property division 
• Not desired 

• 


The application number of the earlier 
invention- 

The filing date of the earlier 
application- 
Year Month Day (in four digits of 

A.D.) 

The reference number of the earlier 
invention* 

The date of requirement by the 
intellectual property division^ 

Year Month Day (in four digits of 
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A.D.) 


Schedule of 
release or 
shipment outside 
the company 


O Product 
release 

O Paper release 
O Pressrelease 

• No 


The name of product: 

The name of academic society: 

Scheduled data of the release: 

Year Month Day (in four digits of 
A.DJ 


□ Product 
shipment 


Destination of shipment: 
Scheduled date of the shipment: 

Year Month Day (in four digits of 
A.D.) 


Related invention 
(if any) 


Application number^ 

The filing date of the application: Year Month Day (in 
four digits of A.D,) 
Reference number: 

The names of foreign countries, if anv 


Type of the 
invention 


# Normal invention 

O Invention related to business method (method or 
mechanism) 



Assignment 

With respect to the above invention, I transfer the right to obtain a 
patent or a registration of a utility model to NEC Corporation on the basis 
of the office regulations of NEC Corporation, 
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[The Title of the Invention] 

PRIVATE INFORMATION PROVIDING METHOD 
[Background of the Invention] 

In recent years, with development of electronic mail by the Internet, 
5 persons who do not know detailed private information such as faces and 
addresses of the other persons personally communicate with each other 
through electronic mail on company business and private business. 

Two methods that transmit my own private information to another 
person who has a relationship with me through only electronic mail are 
10 known. One of the methods is a method that distributes private 
information of user A to a person to which user A wants to transmit the 
private information through electronic mail as shown in Fig. 1. 
The configuration of this method is as follows. 

In Fig- 1, it is assumed that user A, user B, and user C have 
15 relationships with each other through electronic mail. It is assumed that 
user A does not have a relationship with user D. When user B and user C 
want to obtain private information of user A, user B and user C transmit 
electronic mails to user A to request to provide the private information (1 
and 1' in Fig. l). User A transmits her/his own private information to user 
20 B and user C through electronic mail (2 and 2' in Fig. l). When user A 
receives an electronic mail from user D who has no relationship with user A 
to request to provide private information (1" in Fig. l) to user D, user A 
need not provide her/his private information to user D (2" in Fig. l). In 
this manner, user A can disclose her/his private information to only persons 
2 5 who have relationships with user A. 

However, this method includes the following problem. 

The problem is that as the nvimber of other users who request to 
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obtain the private information of user A increases, labor for electronic mail 
transmission and communication charge of user A disadvantageously 
increase. This is because, each time another user requests to obtain the 
private information, user A must transmit an electronic mail. 
5 The other method is a method that registers the private 

information of user A in a private information server connected to the 
internet in advance and causes another user who wants to obtain the 
private information of user A to download the private information from the 
server, 

10 The configuration of this method is as follows. 

In Fig. 2, the private information of user A is registered in the 
private information server connected to the Internet (l in Fig, 2). User B, 
user and user D download the private information of user A from the 
private information server (2 to 3, 2' to 3^ and 2" to 3'* in Fig, 2), 
15 This method has such a merit that the problem of the former, i.e., 

the increase in labor for electronic mail transmission of user A and the 
increase in commxznication charge can be solved, 

However, this method has the following problem. 
That is, the private information is disadvantageously provided to 
20 user D who has no relationship with user A through electronic mail. This 
is because aU user B, user C, and user D can freely access the private 
information server. 
[Characteristics of the Invention! 

The present invention to provide a configuration which can reduce 
25 labor for distributing private information such as the photograph, the 
address, and the age of a user and a communication charge and which can 
distribute the private information data to only users who have 
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relationships with the corresponding user. 

In Fig, 3, a private information file 2 of user A is registered in a 
private information server 1 connected to the Internet in advance (l in Fig. 
3). When user A transmits an electronic mail 11 to user B (2 in Fig. 3, an 
5 electronic mail system 8 used by user A forms a destination information 
mail 12 to notify user B that the electronic mail 11 is transmitted, and 
transmits the destination information mail 12 to the private ioformation 
jBle 2 (4 in Fig. 3). After user B receives the electronic mail 11 from user A, 
when user B wants to refer to the private information file 2, user B 
10 requests the private information server 1 to download the private 
information file 2 of user A (5 in Fig. 3). The private information server 1 
checks an ID and a password of user B and permits user B to download the 
private information file 2 when the private information server 1 receives 
the destination information mail 12 from user A (6 in Fig. 3) to transmit 
15 the private information file 2 to user B (7 in Fig. 3), If user D who do not 
have relationship with user A through electronic mail requests the private 
information server 1 to provide the private information file 2 of user A to 
user D (8 in Fig. 3), the private information server 1 do not transmit the 
private information file 2 of user A (9 in Fig. 3), 
20 In this manner, labor for distributing private information of user 

and a communication charge can be reduced, and a certain user can 
provide her/his private information to only another user who has a 

relationship with the certain user. 

4. Embodiment of the Invention 

• Concrete examples of many types obtained by applying an 
invention to actual products, manufacturing premises, or the like will be 
described exactly enough to understand the concrete example to incoming 
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employees. 

• When the invention is a thing, not only *'the mechanism of the 
invention is specified", but also the invention must be exactly explained 
such that an assigned incoming employee "can manufacture" the thing and 
"can use" the thing. 

For this reason, how elements constituting an embodiment are 
"related" to each other, how the elements function, and how the elements 
work will be also explained- 
4- 1. Configuration of Embodiment 

• An overall configuration concretely expressing the invention and 
constituent element thereof will be described below with reference to 
drawings. 

• A part including important constituent elements is shown in other 
drawings. With reference to the other drawings, relationships between the 
elements constituting a specified concrete example and roles and functions 
of the constituent elements will be described in detail. In particular, novel 
constituent elements serving as characteristics of the concrete example will 
be concentrically described. 

(see pages 21 to 23 in the instruction manual) 

(add the drawings to the end of the template in a lot) 

[Embodiment of the Invention] 
[Configuration of Embodiment] 

Referring to Fig. 4, an embodiment of a private information 
providing method according to the present invention is connected to the 
5 Internet 4, and, like a private information server 1, is constituted by PCs 5 
to 7 coimected to the Internet 4 and used by user A, user B, and user C. 

IDs, passwords, and electronic mail addresses to use a private 
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information server are given to users A to C, respectively. The PCs 5 to 7 
include electronic mail systems 8 to 10 used by user A to C, respectively. 
The IDs, passwords, and electronic mail addresses of users A to D are 
recorded on the electronic maO systems 8 to 10, 
5 An electronic mail address to receive the destination information 

mail 12 is given to the private information server 1, A private information 
file 2, as shown in Fig. 5, includes private information files 21 to 23 in 
which data such as photographs and addresses of users are recorded. 
Different file names are given to the private information files 21 to 23, 
10 respectively. A private information file name of user A is F'A-gif, a private 
information file name of user B is F-B.gif, and a private information file 
name is F-C.gif. 

A user management file 3, as shown in Fig, 5, is constituted by the 
IDs, passwords, and electronic mail addresses of users A to C, the private 

15 information file 2, and an ID list of users who can refer. In the list, the 
IDs of users who can refer to the private information file 2 are recorded. 

Fig. 8 shows the contents of an electronic mail 11 to be transmitted 
from user A to user B. The electronic mail 11 is constituted by the mail 
address of user B serving as a destination address, the mail address of user 

20 A serving as a source address, and a mail text. 

Fig, 9 shows a destination information mail 12 which is 
automatically formed by the electronic mail system 8 on the basis of the 
contents of the electronic mail 11. The destination information mail 12 is 
constituted by the mail address of a private information server 1 serving as 

25 a destination address, the mail address of user A serving as a source 
address, the ID of user A serving as a source ID, and the mail address of 
user B of destination information. 
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4-2, Explanation of Operation of Embodiment 

• By using drawings such as flow chajts, operations of an 
embodiment of the invention will be sequentially described one by one with 
reference to these drawings. 

• In particular, characteristic parts of the operations of a novel 
embodiment will be described. 

(see pages 24 to 26 in the instruction manual) 

(add the drawings to the end of the template in a lot) 

[Explanation of Operation of Embodiment] 

An overall operation of the embodiment wiU be described below 
with reference to the flow charts in Figs. 10 and 11. 

In Fig. 10, user A forms an electronic mail 11 addressed to user B in 
5 the electronic mail system 8 and instructs the electronic mail system 8 to 
transmit the electronic mail 11 (Si in Fig. 8). The electronic mail system 
8 transmits the electronic mail 11 to user B (S2), automatically forms a 
destination information mail 12 on the basis of the contents of the 
electronic mail 11 (33), and transmits the destination information mail 12 
10 to the private information server 1 (S4). 

When the private information server 1 receives the destination 
information mail 12 (S5), the private information server 1 examines 
whether the ID and mail address of user A serving as a transmitter are 
correct by checking the user management file 3 (S6), When the ID and the 
15 mail address are not correct, the ID and the mail address are recognized as 
an error and are not processed (S7), Only when the ID and mail address 
are correct, the flow shifts to the subsequent step. On the basis of the 
mail address of user B recorded on the destination information mail 12, the 
ID of user B is extracted from the user management file 3 (S8). The ID of 
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user B is added to the ID list of users who can refer of user A in the user 
management file 3, and the user management jBle 3 is updated from the 
contents in Fig. 6 to the contents in Fig. 7 (S9), This means that the right 
to refer to the private file (F-A,gi£) of user A is given to user B. 
5 Independently of the operation of the private information server 1, 

user B receives the electronic mail 11 transmitted from user A (SIO). 

In Fig, 11, when user B wants to refer to the private file 21 of user 
A who is a transmitter of the electronic mail 11, user B instructs an 
electronic mail system 9 to obtain the private information of user A (S21 in 

10 Fig. 11). The electronic mail system 9 accesses the private information 
server 1 through the Internet to transmit the ID and password of user B 
and the mail address of user A (S22). 

The private information server 1 examines whether the ID and 
password of user B are correct by checking the user management file 3 

15 (S23). When the ID and the password are not correct, the private 
information server 1 transmits an error message to the electronic mail 
system 9 of user B (S27). When the ID and the password are correct, the 
private information server 1 examines whether the ID of user B is recorded 
on the ID list of users who refer of user A in the user management file 3. 

20 When the ID of user B is not recorded on the ID list, an error message is 
transmitted to the electronic mail system 9 of user B (S27). When the ID 
of user B is recorded on the ID Hst, the private file 21 of user A is 
transmitted to the electronic mail system 9 of user B (S25). 

The electronic mail system 9 of user B receives the private file 21 of 

25 user A and displays the private file 21 on the screen of the PC 6 (S26). 

4-3. Explanation of Effect ^ 
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• All teclmical effects obtained in the invGntion and the embodiment 
are input in order of importance, and reasons why the effects can be 
obtained are also input, 

• When a graph which plainly expresses the effects of the invention 
is formed, the characteristics of the embodiment of the invention will be 
described in detail on the basis of the graph. When the graph is based on 
an experiment result, an experiment method or tlie like will be also 
described. 

(see page 27 in the instruction manual) 

[Effects of the Invention] 

A first effect is to solve a problem of the conventional method, i.e., 
to make it possible to reduce labor for distributing private information by 
user and a communication charge. 
5 This is because a private information file including data of private 

information is registered in a private information server connected to the 
Internet and a user wants to obtain the private information downloads the 
private information firom the private information server through the 
Internet. 

10 A second effect is to solve another problem of the conventional 

method, Le., to make it possible to prevent a user who has no relationship 
with me through electronic mail from downloading my own private 
information. 

This is because the ID and password of a user who requests to 
15 download a private information file are necessary when the private 
information file is downloaded, and the ID must be registered in a list of 
IDs of users who have the right to download the private information file. 
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[FIG. 3] 
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